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REMARKS/ARGUMENTS 

This paper is filed in response to the office action mailed October 19, 2005. At that time, 
claims 1-14 were pending in the application. In the office action, the Examiner rejected claims 
1, 3, 4, 6, 7, and 8 under 35 U.S.C. § 102(b) as being anticipated by Futakuchi, et al. (United 
States Patent No. 4,385,952). The Examiner also rejected claimed 1-4 and 6-14 under 35 U.S.C. 
§103(a) over Futakuchi in view of Angell, Jr. (United States Patent No. 4,804,509) and Novak 
(United States Patent No. 3,062,697). Claim 5 was rejected under 35 U.S.C. § 103(a) over the 
above-mentioned references taken with Carter, Young, Underwood, or Hof. Claims 9-14 were 
rejected under 35 U.S.C. § 103(a) over the above-mentioned references in view of McKinney. 

By this paper claims 1 and 9 have been amended, and claim 3 has been canceled. 
Support for the amendments to the claims is contained throughout the specification, including 
page 14, linesl8-22 related to aspects of the resin; and page 4, lines 13-14 and page 5, lines 6-9 
related to the make-up of the filament bands. 

Accordingly, claims 1-2 and 4-14 are presented for reconsideration and allowance by the 
Examiner. 

Interview 

Applicants express appreciation to Examiner Jeff H. Aftergut for meeting with 
Applicants' attorney, Craig Metcalf, on February 8, 2006 to discuss the above-referenced matter. 
At the interview independent claims 1 and 9 were discussed. All of the cited prior art references 
were discussed. Applicants' attorney pointed out differences between the cited prior art and the 
claims. The use of a resin which exists in a semi-sold or solid state at ambient was discussed. 
The Examiner pointed out that Angell and Novak provide resins of this kind. The Examiner 
suggested a possible CIP to focus on the nature of the resin. Language was discussed relating to 
the impregnation with the semi-solid resin as well as the heating of the same to facilitate 
impregnation. 

Remarks 

Claims 1 and 9 have now been amended to more specifically claim selection and heating 
of the resin and then impregnating the filament bands with the heated resin. The characteristics 
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of the filament bands are also more fully defined. This is followed by winding the filament 
bands to form a composite material. 

Rejections Under 35 U.S.C. §102(b) 

The Examiner rejected claims 1, 3, 4, 6, 7, and 8 under 35 U.S.C. § 1 02(b) as being 
anticipated by Futakuchi. However, "A claim is anticipated only if each and every element as set 
forth in the claim is found, either expressly or inherently described, in a single prior art 
reference." MPEP § 213 1 (quoting Verdegaal Bros. v. Union Oil of California, 814 F.2d 628, 
631, 2 USPQ2d 1051, 1053 (Fed. Cir. 1987). "The identical invention must be shown in as 
complete detail as is contained in the . . . claim." Id. (quoting Richardson v. Suzuki Motor Co., 
868 F.2d 1226, 1236, 9 USPQ2d 1913, 1920 (Fed. Cir. 1989). In addition, "the reference must 
be enabling and describe the applicant's claimed invention sufficiently to have placed it in 
possession of a person of ordinary skill in the filed of the invention." In re Paulsen, 30 F.3d 
1475, 31 USPQ2d 1671, 1673 (Fed. Cir. 1994). 

Applicants submit that the claims as amended are not anticipated by Futakuchi. The 
claims as amended provide the step of selecting a resin which is solid or semi-solid at room 
temperature. Futakuchi fails to teach or suggest this feature. Futakuchi teaches passing a roving 
through a resin-containing vessel. The resin in the vessel appears to be liquid at ambient 
temperature, and Applicants are unable to locate any teaching to the contrary. Indeed, Futakuchi 
teaches subsequently maintaining the resin in a B-stage, or semi-cured, condition. Col. 4, lines 
12-20. This teaching is contrary to the teaching and claims of the present application. The 
present invention does not require a chemical reaction in order to stabilize the resin on the fiber. 
Rather, the impregnated fiber is simply allowed to assume room temperature in order to stablize. 
At this temperature the resin is solid or semi-solid. This is not taught or suggested in Futakuchi. 

The claims as amended also related to winding filament bands. Filament bands are 
comprised of a plurality of fibers and may be from about 0.5 inches wide, or more. 
Specification, page 5, lines 6-9. Futakuchi teaches "winding a strand or roving on a mandrel." 
Futakuchi, Abstract. A roving is a slightly twisted roll or strand of textile fibers. Merriam- 
Webster 's Collegiate Dictionary (1 1 th ed.). Nowhere does Futakuchi teach the use of a filament 
band as described and claimed in the claims as amended. 
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In view of the foregoing, it is apparent that the claims as amended are not anticipated in 
view of Futakuchi. The resin system claimed is not taught or suggested by Futakuchi and the 
filament bands claimed are not taught by Futakuchi. Thus, each and every element of the claims 
is not set forth in Futakuchi and, as a result, the claims are not anticipated. 

Rejections Under 35 U.S.C. §103 

The Examiner also rejected claims 1-4 and 6-14 under 35 U.S.C. §103(a) over Futakuchi 
in view of Angell, Jr. (United States Patent No. 4,804,509) and Novak (United States Patent No. 
3,062,697). Claim 5 was rejected under 35 U.S.C. § 103(a) over the above-mentioned references 
taken with Carter, Young, Underwood, or Hof Claims 9-14 were rejected under 35 U.S.C. 
§103 (a) over the above-mentioned references in view of McKinney. 

A determination of obviousness is based on the factual inquiries of: (1) the scope and 
content of the prior art; (2) the differences between the claims and the prior art; (3) the level of 
ordinary skill in the pertinent art; and (4) secondary considerations of nonobviousness. Graham 
v. John Deere Co., 383 U.S. 1, 17-18 (1966). 

"The legal concept of prima facie obviousness is a procedural tool [that] ... allocates who 
has the burden of going forward with production of evidence in each step of the examination 
process." MPEP §2142. A prima facie case of obviousness is established only if the Examiner 
shows that (1) there is some teaching, suggestion, or motivation, either in the reference itself or 
in the knowledge generally available to one of ordinary skill in the art, to modify the reference; 
(2) there is a reasonable expectation of success; and (3) the prior art teaches or suggests all of the 
claim elements. MPEP §2143.03. Specifically, "Obviousness cannot be established by 
combining the teachings of the prior art to produce the claimed invention, absent some teaching 
or suggestion supporting the combination." ACS Hosp. Sys., Inc. v. Montefiore Hosp., 732 F.2d 
1572, 1577 (Fed. Cir. 1984). 

As discussed above, Futakuchi fails to teach the use of a resin which is solid or semi- 
solid at ambient temperatures. Indeed, Futakuchi teaches away from the use of such resins. 
First, Futakuchi shows the rovings being run through a bath of what appears to be liquid resin. 
No means is disclosed to heat or control the temperature of the resin bath. Futakuchi, Figure 1 . 
Second, Futakuchi teaches placing the resin in a partially cured state (B-stage). These teachings 
are inconsistent with the use of a resin which is solid or semi-solid at ambient temperatures. 
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Futakuchi provides no motiviation to use a resin system of the type claimed. "It is improper to 
combine references where the references teach away from their combination. In re Grasselli, 713 
F.2d 731, 743, 218 USPQ 769, 779 (Fed. Cir. 1983)." MPEP 2145. 

The Examiner cites Angell and Novak for the proposition that it would have been 
obvious to use a resin which is solid or semi solid at ambient temperatures in the claimed 
process. However, there are significant differences between the claims of the present invention 
and the teachings of Angell and Novak. 

Angell teaches the formation of a "resin-impregnated fiber tow or strand." Angell, 
Abstract. There is no teaching in Angell of the claimed winding process of the formation of a 
composite material. There is no teaching or suggestion in Angell of using filament bands, as 
opposed to single strands. Angell also teaches an impregnating method which requires rolling 
the resin onto the strands and then kneading the resin into the strands. The present invention 
teaching the impregnation of the filament bands in a single pass through the liquid resin. 

There is no teaching in Angell of winding first and second filament bands on a rotating 
mandrel. Indeed, there is little teaching in Angell of how the resin impregnated fiber tows or 
strands will be used. 

In summary, there is no teaching or motivation in Angell to combine it with Futakuchi. 
Futakuchi discloses a system for impregnating fiber rovings with resin. There is no disclosed 
need to use the technology of Angell, since Futakuchi discloses its own system. 

Novak teaches the production of a reinforced plastic material. Novak relates to laying 
fiber glass strands onto a sheet of "felted fibrous" material, such as asbestos. Col. 1, lines 13-21; 
Col. 3, lines 28-31. The fiber glass strands are coated with hot resin as they are laid onto the 
asbestos sheet. 

This process is significantly different from that claimed. Novak fails to teach or suggest 
the use of impregnated filament bands in a filament winding process. Indeed, Novak fails to 
teach or suggest any winding process. There is no teaching or suggestion to combine Novak 
with Futakuchi to produce the present invention. 

In view of the foregoing, Applicant respectfully requests that a timely Notice of 
Allowance be issued in this case. If there are any remaining issues preventing allowance of the 
pending claims that may be clarified by telephone, the Examiner is requested to call the 
undersigned. 
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Respectfully submitted, 




Reg. No. 31,398 
Attorney for Applicant 



Date: February 21, 2006 

SNELL & WILMER L.L.P 
Gateway Tower West 
15 West South Temple, Suite 1200 
Salt Lake City, Utah 84101 
Telephone: 801-257-1900 
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